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DETAILED ACTION 

Response to Amendment 

1 . This Office Action is in response to the Response to the Office Action Filed on 
8/12/2008. The applicant cancels claims 2, 3, 1 1 , 12, 14, 15, 23, 24, 26, 35 and 36 and 
amends claims 1 , 4-1 0,13,1 6-22, 25 and 28-34. Thus claims 1 , 4-1 0, 1 3, 1 6-22, 25 and 
28-34 are currently pending and have been considered below. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, 
or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claims 1 and 4-10 rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. Based on Supreme Court precedent, a 
method/process claim must (1 ) be tied to another statutory class of invention (such as a 
particular apparatus) (see at least Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker 
v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); 
Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) or (2) transform underlying subject 
matter (such as an article or materials) to a different state or thing (see at least 
Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). A method/process claim that fails to 
meet one of the above requirements is not in compliance with the statutory 
requirements of 35 U.S.C. 101 for patent eligible subject matter. Here the claims fails to 
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meet the above requirements because the steps are neither tied to another statutory 
class of invention (such as a particular apparatus) nor physically transform underlying 
subject matter (such as an article or materials) to a different state or thing. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1 , 4-1 0, 1 3, 1 6-22, 25 and 28-34 are rejected under 35 U.S.C. 1 02(e) as 
being anticipated by Arganbright et al (US 6,980,962). 



Claims 1,13, and 25: 

Arganbright discloses a method, a system and a program storage device 
implementing a method of automatically learning consumer behavior comprising steps 
of: 

a. inputting a loaded share opportunity tree (SBO) comprising: a root node, child 
nodes, grandchild nodes, leaf nodes wherein promotional tool (specific category of item) 
is offered by the root node and accepted by the child/grandchild and leaf nodes (see 
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Figures 2-4 and 22; column 29, lines 50-59; column 31, lines 65-67; column 32, lines 1- 
14). 

b. obtaining data relating to all online transactions between the merchant, first 
customers, second customers, terminal customers and parent customers (column 15, 
lines 55-67) wherein the data contains past transactions (column 51 , lines 23-34). 

c. selecting a particular transaction 

d. identifying a particular node associated with a particular transaction 

e. identifying a parent node and providing a specific promotion tool to a particular 
category of items for customers associated with the parent to a particular category of 
items for each customer associated with each descendent node (col 10, lines 54-65;col 
27, 1-17; col 41, lines 30-39; col 51 -lines 23-34). 

Claims 4, 16 and 28: 

Arganbright discloses a method, a system and a program storage device of 
claims 1,13 and 25 as described above and further discloses providing compensation 
to each ancestor of customer that perform an online transaction with said merchant 
(column 30, lines 5-9). 

Claims 5, 17 and 29: 

Arganbright discloses a method, a system and a program storage device of 
claims 4, 16 and 26 as described above and further discloses wherein said 
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compensation comprises a share of profit generated by said online transaction (column 
2, lines 19-42). 

Claims 6, 18 and 30: 

Arganbright discloses a method, a system and a program storage device of 
claims 1, 13 and 25 as described above and further discloses wherein said data further 
comprises any of: demographics and acquaintances related to a customer (col 44, lines 
56-63; col 59, lines 49-54). 

Claims 7, 19 and 31: 

Arganbright discloses a method, a system and a program storage device of 
claims 1, 13 and 25 as described above and further discloses wherein said redemption 
of promotional tool comprises any of: discount coupon, gift certificate, and freebies valid 
for particular category of items offered by said merchant (col 54, lines 50-56). 

Claims 8, 20 and 32: 

Arganbright discloses a method, a system and a program storage device of 
claims 1,13 and 25 as described above and further discloses wherein said determining 
applicability of a specific promotional tool to a particular category of items comprises 
any of: correlation analysis, collaborative filtering and associated learning (col 51, lines 
23-34). 



Application/Control Number: 10/727,776 Page 6 

Art Unit: 3688 

Claims 9, 21 and 33: 

Arganbright discloses a method, a system and a program storage device of 
claims 1,13 and 25 as described above and further discloses comprising any of: 
determining pricing for items offered by said merchant; performing market segmentation 
of said customers; identifying preferences of said customers; performing marketing 
targeted at an identified market segment; and maximizing the potential success of a 
promotional tool (see Abstract; column 10, lines 14-21; column 30, lines 37-54). 

Claims 10, 22, and 34: 

Arganbright discloses a method, a system and a program storage device of 
claims 1,13 and 25 as described above and further discloses providing incentives to 
said customer to acquire descended customers (col 30, lines 1-8). 

Response to Arguments 

6. The Applicant argues in the Response (p14) that Arganbright does not discloses 
a "tree" structure that may be analyzed to provide a specific promotional tool to 
particular category of items for customers. As mentioned above, Arganbright clearly 
discloses a "tree" or a nodal structure consisting of merchants, IBO (independent 
business owner), clients and members wherein the relationship is all interconnected. 
Arganbright uses term of upline or down line instead of parents or child or grandchild 
(col 32, lines 1-29). Further, whether the relationship structure is a "tree" or any other 
form (e.g. "web") is irrelevant. Any referral marketing method or system can be termed a 
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"tree" as long as one party extends it's incentive or value to another party. The Applicant 
also argues that Arganbright does not disclose the method of selecting a particular 
transaction associated with a particular node, identifying the parent, and providing 
promotional tool to each of said parent node's descendent nodes based on the past 
transaction (response p15). Examiner notes that such method is disclosed by 
Arganbright inherently. Arganbright discloses using past buying habits to create profiles 
and offering particular category promotions to the customers (col 10, lines 54-65; col 51 , 
lines 23-34). In order for any targeting or profiling to be performed in product marketing, 
a particular transaction or a customer is selected (the particular node), then it is 
compared to a similar customer or a transaction in a database (in this case the parent 
node), then an offer (the promotional tool) is determined and provided to other 
customers of similar background (child nodes). Online retailers have been doing it for 
years. Again, whether the relationship is a "tree" structure or not does not carry a 
patentable weight. 

Applicant's arguments regarding claims 1, 4-10, 13, 16-22, 25 and 28-34 have 
been fully considered but they are not persuasive. However, new grounds of rejection 
was added (new 101 rejection), therefore the Action is NOT made Final. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Min Shin whose telephone number is (571) 270-3463. 
The examiner can normally be reached on Monday-Friday 8:00am-5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jim Myhre can be reached on (571 ) 272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

MS 

12/3/2008 



/James W Myhre/ 

Supervisory Patent Examiner, Art Unit 3688 



